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DETAILED ACTION 

1 . This is in response to application dated: 12/20/04. 

Claim Rejections - 35 USC §112 

2. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

3. Claims 1-4, 6, 1 1-14, and 16-18 are rejected under 35 U.S.C. 1 12, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

a. Claims 1,6, 11, and 16-18, recite the limitation "capable of communicating" in 
line 2 or 3. This term is not positively recited claimed limitation. Therefore, the 
limitations after the term "capable" are not considered as claimed limitations. It is 
suggested the applicant remove the word "capable" from the claims. 

b. Claims 2-4 recite the limitation "a system 1 ' in line 1 . There is insufficient 
antecedent basis for this limitation in the claim This should be changed to "the system". 

Claims 12-14 recite the limitation "a method" in line 1. There is insufficient 
antecedent basis for this limitation in the claim. This should be changed to "the method". 

Applicant argues that "However, no amendments are made to the remaining claims. 
Insufficient antecedent basis occurs where there is no earlier reference to a feature later referred 
to in a claim. Typically this occurs when the definite article "the" or "said" is used to qualify a 
feature which is introduced for the first time. The Examiner will see that claims 2 to 4 ("A 
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system as claimed in claim 1") and 12-14 ("A method as claimed in claim 1 1") use the indefinite 
article .'a" and therefore, do not require antecedent basis. 

In response it is stated that where applicant acts as his or her own lexicographer to 
specifically define a term of a claim contrary to its ordinary meaning, the written description 
must clearly redefine the claim term and set forth the uncommon definition so as to put one 
reasonably skilled in the art on notice that the applicant intended to so redefine that claim term 
Process Control Corp. v. HydReclaim Corp., 190 R3d 13 50 3 1 3 57, 52 USPQ2d 1029, 1033 (Fed. 
Cir. 1999). The term "a system as claimed in claim 1" in claims 2-4 and "a method as claimed in 
claim 1 1" are used by the claim to mean "any system similar to claim 1 " or any method similar to 
claim 1 1 respectively, while the accepted meaning is "the system as used in claim 1" and "the 
method as used in claim 1 1" . There is, therefore, definite link and antecedent basis of system in 
claiml and claim 1 1 respectively. 

Claim Rejections - 35 USC § 103 

4. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

5. Claims 1-4, 6-9, 1 1-14, 16-18 and 22, are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Mikkonen et al (US Patent No. 6,501,741), hereinafter, '741, in view of Das 
et al (US patent No. 6,742,036), hereinafter '036. 

For claims 1, 6, 1 1, 16-18 and 22, Mikkonen '741 discloses "a communications system 
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comprising a first node (Internet host, col. 3 lines 35-60) — communicating with sender host 
(Internet host, col. 3 lines 35-60) via communication network (col 3 lines 30-40) — 
communication protocol (IPv6, col. 3 lines 5-10, and col. 5 lines 60-65) — dynamic address 
variation facility (dynamic address col. 3 lines 55-60) for managing mobility (col. 6 lines 22-24) 

of the first node the communication protocol (IPv6, col. 3 lines 5-10, and col. 5 lines 60-65, 

col. 3 lines 35-40, col. 5 lines 64-66, col. 10 lines 15-20)- — to support use of the use of second 
address to identify the first node instead of the first address in response to the non-mobility 
related requirement to use the second address to identify the first node for communication a 
packet between the first node and the second node (refer to col. 3 line 65-col. 4 line 2). 

Mikkonen '741 does not disclose explicitly the following limitations, which are disclosed 
by Das's '036, as follows : 

• "to support use of second address to identify the first node instead of the first address 
in response to the non-mobility related requirement to use the second address to 
identify the first node" (if confirmation fails to occur — the server agent releases an 
address from existing pool — for dynamic addressing — IP address matching, refer to 
col. 3 lines 29-40). 

It would have been obvious to a person of ordinary skill in the art at the time of the 
invention to use the capability of, "to support use of second address to identify the first node 
instead of the first address". This capability can be implemented by combining the system as 
taught by Das's '036. The suggestion/motivation to do so would have been to provide quality of 
service in wireless network and thus support mobility. 
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For claims 2-4, 7-9 5 and 12-14, Mikkonen '741 discloses all the limitations of subject 
matter with the exception of the following limitations, which are disclosed by Das's c 036: 

• " use the second address to identify the first node — requirement to use the second 
address- — the first node", as recited by claims 2, 7 and 12, (if confirmation fails to 
occur — the server agent releases an address from existing pool — for dynamic 
addressing — IP address matching, refer to col. 3 lines 29-40). 

• " use the second address to communicate a packet between the first node — 
requirement to use the second address — the first node", as recited by claims 5, 8 
and 13, (if confirmation fails to occur — the server agent releases an address from 
existing pool — for dynamic addressing — IP address matching, refer to col. 3 lines 
29-40). 

• " use the second address to communicate a packet between the first node — 
requirement to route the packet originating from the second node to a third node", as 
recited by claims 4, 9 and 14, (if confirmation fails to occur — the server agent 
releases an address from existing pool - — for dynamic addressing — IP address 
matching, refer to col 3 lines 29-40). 

It would have been obvious to a person of ordinary skill in the art at the time of the 
invention to use the capability of, "to support use of second address to identify the first node 
instead of the first address". This capability can be implemented by combining the system as 
taught by Das's '036, The suggestion/motivation to do so would have been to provide quality of 
service in wireless network and thus support mobility. 
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6. Claims 5, 10, 15, 19-21, and 23, are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Mikkonen et al (US Patent No. 6,501,741), hereinafter, '741, in view of Das 
et al (US patent No. 6,742,036), hereinafter '036, further in view of Lemilainen et al (US Patent 
No. 6,681,259), hereinafter Lemilainen . 

For claims 5, 10, 15, 19-21, and 23, Mikkonen c 0741 discloses "a communications 
system comprising a first node (Internet host, col. 3 lines 35-60) associating with routing packets 
(abstract, col. 8 lines 15-20) from a second node to the first node via a first access network of a 
first network of a first type (radio interface, fig. 5) and a second address associated with routing 
packets from the second node to the first node via a second access network of a second type 
(GSM or digital cellular network, in fig. 5); the first and second types are different and 
interconnected by the intermediary network (SGSN, in fig. 5) being arranged to operate in 
accordance with a communications protocol ((IPv6, col. 3 lines 5-10, and col. 5 lines 60-65) 
having a dynamic address variation facility (dynamic address col. 3 lines 55-60) for managing 

mobility (col. 6 lines 22-24) of the first node the communication protocol (IPv6, col. 3 lines 

5-10, and col. 5 lines 60-65, col. 3 lines 35-40, col. 5 lines 64-66, col. 10 lines 15-20) — to 
support use of the second address to identify the first node in response to the non- 
mobility related requirement to use the second address to identify the first node for 
communication a packet between the first node and the second node (refer to col. 3 line 65-col. 4 
line 2). 

Mikkonen c 741 does not disclose explicitly the following limitations, which are disclosed 
by Das's '036 and also by Lemilainen 5 s '259 , as follows : 
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• Das's c 036 discloses "to support use of second address to identify the first node 
instead of the first address in response to the non-mobility related requirement to use 
the second address to identify the first node" (if confirmation fails to occur — the 
server agent releases an address from existing pool — for dynamic addressing — IP 
address matching, refer to col. 3 lines 29-40). 

• Lamilainen discloses "to support use of second address to identify the first node 
instead of the first address in response to the non-mobility related requirement to use 
the second address to identify the first node" (a terminal A according to the invention 
can be connected for example to a wireless local area network WLAN or to a GSM 
mobile communication network MNW", refer to col. 9 lines 15-32; 

• Lamilainen discloses "first access network of first type — second access network of 
second type; and the first and second types are different" (furthermore, in a terminal 
A there are several network interface adapters NIC1, NIC2, NIC3 available for 
coupling to data transmission networks of different types^ refer to col. 4 lines 20-25), 
and are connected by intermediary network" (connected by Internet NW1, fig. 6, refer 
tocol 9 lines 20-30.). 

• Lamilainen discloses ""computer executable software code stored on a computer 
readable medium, as recited by claims 19, -21 and 23, refer to col. 4 lines 20-25 and 
fig. 2. 

It would have been obvious to a person of ordinary skill in the art at the time of the 
invention to use the capability of, "to support use of second address to identify the first node 
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instead of the first address". This capability can be implemented by combining the system as 
taught by Das's '036. The suggest ion/motivation to do so would have been to provide quality of 
service in wireless network and thus support mobility. 



Response to Arguments 

7. Applicant's arguments filed 12/20/2004 have been fully considered but they are not 
persuasive. 

a. Applicant argues, "unlike IPv6 and Mobile IP (MIP) which are protocols which 
provide a dynamic address variation facility for managing mobility, DHCP as disclosed 
in Mikkonen does not have such a facility and this would be recognized by one skilled in 
the ad. DHCP is a protocol for assigning an IP address to a host on a network when that 
host starts up. It has absolutely no mechanism for handling mobility of hosts. DHCP 
merely enables host IP addresses to be assigned within a domain by a central mechanism 
rather than through static configuration of each host. Accordingly, one skilled in the art 
would appreciate that Mikkonen does not disclose a dynamic address variation facility for 
managing mobility. 

In response, it is stated that DHCP also permits completely dynamic 
configuration, in which server loans an address for a limited time. However, IPv6 and 
Mobile IP (MIP) which are protocols which provide a dynamic address variation facility 
for managing mobility is disclosed by Mikkonen, where Mikkonen discloses explicitly, 
" Mobility is achieved in Internet protocol version 6 by supplementing the protocol with a 
data transmission method whereby the domains can transmit information from a wireless 
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Internet host that has changed its domain. This data transmission method is called in this 
specification a home agent. In this context, reference is made to the Internet protocol 
standard version 6 IPv6,, where operation of this home agent is described in more detail", 
refer to col 9 lines 6-12.. 

Applicant argues, "Applicants cannot understand that this passage discloses the 
existence of first and second addresses nor that it discloses the use of a second address 
instead of a first address in response to a non-mobility related requirement. Applicants 
believe that there is no disclosure of these features in Das". 

In response, it is stated that Das discloses, " In a first step, the UAS/PN checks at 
the SA whether the subscriber exists (and possibly also has a corresponding password), 
(FIRST ADDRESS) and — . This must be confirmed by the SA. If not, the subscriber 
does not receive an access authorization. In a second step, the UAS/PN requests an IP 
address (SECOND ADDRESS) for the terminal of the subscriber. 

Upon receiving said request, the server agent releases an address from an existing 
address pool and transfers it to the UAS/PN. This address pool includes either existing IP 
addresses (First address) for real computers in the HN or a virtually existing address 
space for dynamic addressing (Second address) . 



b. Further, Applicant argues that "applicants deny that there ,would be any 
suggestion or motivation to combine teachings from Mikkonen and Das as argued by the 
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Examiner. The . Examiner is clearly indulging in impermissible hindsight by picking and 
mixing alleged features from totally unrelated items of the prior art. 

In response to applicant's argument that the examiner's conclusion of obviousness 
is based upon improper hindsight reasoning, it must be recognized that any judgment on 
obviousness is in a sense necessarily a reconstruction based upon hindsight reasoning. 
But so long as it takes into account only knowledge which. was within the level of 
ordinary skill at the time the claimed invention was made, and does not include 
knowledge gleaned only from the applicant's disclosure, such a reconstruction is proper. 
See In re McLaughlin, 443 F.2d 1392, 170 USPQ 209 (CCPA 1971). 

c. For claims 2-4 and 12-14, see office action paragraph 3 above, applicant argues 
that "However, no amendments are made to the remaining claims. Insufficient antecedent basis 
occurs where there is no earlier reference to a feature later referred to in a claim. Typically this 
occurs when the definite article "the" or "said" is used to qualify a feature which is introduced for 
the first time. The Examiner will see that claims 2 to 4 ("A system as claimed in claim 1") and 
12-14 ("A method as claimed in claim 1 1") use the indefinite article .'a" and therefore, do not 
require antecedent basis. 

In response it is stated that where applicant acts as his or her own lexicographer to 
specifically define a term of a claim contrary to its ordinary meaning, the written description 
must clearly redefine the claim term and set forth the uncommon definition so as to put one 
reasonably skilled in the art on notice that the applicant intended to so redefine that claim term 
Process Control Corp. v. HydReclaim Corp., 190 R3d 1350, 1357, 52 USPQ2d 1029, 1033 (Fed. 
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Cir. 1999). The term "a system as claimed in claim 1" in claims 2-4 and "a method as claimed in 
claim 1 1" are used by the claim to mean "any system similar to claim 1 " or any method similar to 
claim 1 1 respectively, while the accepted meaning is "the system as used in claim 1" and "the 
method as used in claim 1 1" . There is, therefore, definite link and antecedent basis of system in 
claim 1 and claim 1 1 respectively. 

In light of above explanation, applicant's arguments are not persuasive. 

8. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1 .136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the mailing 
date of this final action. 

Conclusion 

9. If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Seema Rao, can be reached on 572-272-3174. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 




Inder P Mehra 
Examiner 
Art Unit 2666 





